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thyl-2,4',5' , € ' "tetramethoxybenzophenone which is/ referenced in . 
Claims 2 and 5 were encompassed by the compounds addressed in the 
teaching of Curtze et al. 1 ) 

It is, however/ respectfully noted that applicants' formula (I) 
requires that the radical R of the OR subetituenta which is bonded to 
the phenyl ring on the right hand side of the formula be a d^-alkyl 
radical (cf. Claims l and 4) or a methyl group {cf* ' Claims : 2 ^^5)\^ Tte. 
compounds which are addressed in the teaching of Curtze et al . carry 
in the corresponding position of the respective phenyl group a inoiety 
designated as "OR*"*) iri which the radical R3 represents >a hydifogea 
atom or a protecting gtoup"?) wherein the term protecting group refers 
«to a group which is easily cleaved off without affecting the klkdxy 
groups present . "*) Exemplary protecting groups which are mentioned by 
Curtze et al. in this context are moieties such as esters of organiq 
or inorganic acids and trihydrocarbylsilyl groups, 5 ) for example aika- 
noyl groups <alkyl-C(=0)-)*> 9 uch as acetyl or pivaloyl,?) or -sjich as 
propionyl, butyryl, pentanoyl and benzoyl. 8 ) 

The alkyl group R? of the moiety OR in applicants' formula ( I) can 
clearly not be regarded as "a group which is easily cleaved off with- 
out affecting the alkoxy groups present", and the compounds of appli- 
cants' formula (I) can, therefore, not be regarded as being ''em- 
braced" by the compbunds addressed in the reference. Moreover , the . 
alkyl group R of the moiety OR in applicants' formula (I) can not 
even be regarded as ah equivalent of the R 3 radicals required in 
accordance with the teaching of Curtze et al. in light of the exr- 
pressed requirement that R 3 be "a group which is easily cleav&t of f 
Without affecting the alkoxv or oupa" (emphasis added). 

The foregoing, as well as applicants' remarks regarding the 
structural differences between applicants' formula (I.) and the com- 
pounds of Curtze et «tl . shows that the reference relied upon by the : ' 

1) Cf. page S, lines 1$ to 20, of the Office action. 

2) Cf. e.g. formula (I) set forth in col. l f inchoated linei 45 "to 58, of as 

6,127,570. 

3) Cf. e.$« col. 1, indicated line 67, of US 6,127,570. 

4) Cf. e.g.. col. 3> indicated lines 7 to 10, of US 6,127,570. 

5) Cf. e.g. col. 3, indicated lines 10 to 14, of US 6,127,570. 

6) Cf. e.g^ col. 3, indicated lines 14 to 16, of us 6,127,570. 
7> Cf. e,g. col. 4, indicated lines 44 and 45, of US 6,127,570, 

8) Cf. e.g. the groups mentioned ad R 3 in Table I, cols. 13 and 14, ©if us 6,127,570. . 

9) Cf. e.g. pages 1 and 2. of the reply dated June 10, 2005, which reply is herewith 
incorporated by reference. 
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Examiner in the rejection fails to render the structural retirements 
of applicants' formula (I) prima facie obvious because the reference 

- fails to provide for some kind of suggestion which would .have 
motivated a person of ordinary skill to modify the structure of 
Curtze et al.'s compounds as is necessary to arrive at appli- 
cants' formula (1)? 

- fails to provide for a reasonable expectation that the properties 
of compounds which carry an alkyl group instead of the hydrogen 
atom or the protecting group of Curtze et al. would be similar to 
the properties exhibited by the prior art compounds; and 

- fails to teach or suggest all of the structural limitations of 
applicants' formula (I), 

Those three criteria would, however > have to be met in order to es- 
tablish a prima facie case of obviousness/ and fche teaching, or 
suggestion to make the claimed combination and the reasonable Expec- 
tation of success must both be found in the prior art and cannot be 
based on the applicant's disclosure * 1( >) The subject watter .q£ appli- 
cants' claims is, in light of the structural particularities of -the 
compounds which are referenced in applicants' claims, clearly not 
rendered prima facie obvious by the teaching of the Curtze it " ; !a*2> 
reference. 

Furthermore, applicants' claims are drawn to a method in which 
the compounds of applicants' formula (I) are employed to control 
Pseudocercosporella herpotrichoides in crop plants rather than thje/ 
compounds per se. As reiterated in the foregoing the teaching of 
Curtze et al. fails to suggest or imply that the compounds which are 
required in accordance with applicants ' invention can reasonably be 
expected to exhibit properties similar to the ones which are ad- 
dressed by Curtze et al. for the compounds carrying a hydrogen dr a- 
protecting group where applicants' compounds carry, ah alkyl group T 
However, even assuming arguendo that the compounds referenced in :'ap^ 
plicants' claims could be expected to act similar to the compounds of 
the reference, the teaching of Curtze et al* would still be' insuffi- 
cient to establish a prima facie case of obviousness under Section 
103(a) „ 

Curtze et al. teach that their compounds corttrol phytopfcthogenic 
fungi, especially ascomycetes, in particular powdery mildew diseases 

10) JTj* re Vaeck, 947 F.2tf 488, 20 USPQ2d 1438, 1442 (Fed. Cir. 1.991)1 
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such as those caused by Blumerxa (Erysiphe) gramlriisj Erysiphe : picho- ^ 
racearum, Podosphaeera leucotrlcbia , Uriicula necatorand the like r l *> 
ie v fungi which grow on plant surfaces, ie. foliar disease^. In" cpn-^ - 
tragt to the furicfi referenced in the teaching of Curtze ai r/ they ^ v 
fungus Pseudocercosporella herpotrlchoides which s is controlled in ac- 
cordance with applicants' method grows within the plant tis3tie., As 
explained by Dr. Stierl in his Declaration dated January 16, 20Q6> . 
the effectivity of a compound against fungi growing within the plant . 
tissue is affected by a variety of factors and it is therefore impos- 
sible to draw a conclusion as to the compounds effectivity against : 
such phytopathogenic fungi based on the compound's effectiVity 
against powdery mildew diseases* 

Moreover, the mere fact that Curtke et al. refer in it's broadest 
aspect, to phytopathogenic fungi is not deemed to render the select 
tion of the fungus Pseudocercosporella herpotrichoides primk '"""faciie . ' 
obvious within the meaning of Section 103(a) . / ; : 

Obviousness of. a species or subgenus which is embraced by a prior 
art genus should be analyzed no differently than any other claim for ; • 
purposes of 35 U.S-C. 103. "The section 103 requirement of :uno^yiws^ 
ness is no different in chemical cases than with respect to other 
categories of patentable inventions.* 1 *) A determination of patent- 
ability under 35 U.S.C. 103 should be made upon the facts of the 
particular case in view of the totality of the cir^curostances/i 3 ) aiid ; : 
the use of per se rules is improper for determining whether claimed 
subject matter would have been obvious under 35 U.S.C. 103.") More 
specifically, the fact that a claimed species or subgenus is encom- 
passed by a prior art genus is not sufficient by itself toV^taibiish 
a prima facie case of obviousness. 15 ) in fact, the Federal Circiiit lias ' 
"declinerd] to extract from Merck [& Co. v\ Bipcra ft Laboratories 
Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir. 1982) J the rule that , 
. . regardless of how broad, a disclosure of a chemical genus renders 

11) cf. e.g, col. 3, indicated line 60, to col. 4, indicated line 4, of US 6,127 r S7Q* 

12) in re Papeach, 315 P. 2d 381, 335, 137 VSPQ 43, 47 (CCPA 19$3>» 

13) See, e.g., In re Dillon, 919 F.2d 688, 692-93, 16 USPQ2d 1897, 1901 (Fed. Cir. 
1990) (in banc). 

14) see, e.g., Jjj re Slower, 77 P. 3d 422, 425, 37 USP&2d 1663; 1666 (Fed. Cir .1996 > 

in re Ochlai, 71 P. 3d 1565, 1572, 37 VSPQ24 1127, 1133 (>eu^ Cir. 1995 >j In rs ' 
Baird, .16 F.3d 380, 382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994), 

15) In rs Baixrd, 16 F.3d 380, 382, 29 uSPQ2d 1550, 1552 (Fed. Cir; 1994). <*The fact 
that a claimed compound may be encompassed oy a disclosed gerteric formula does not 
by itself render that compound obvious,"), 
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obvious any species that happens to fall within it.'' 1 *) 

To establish a prima facie case of obviousness in a genUs-speci^s 
situation, as in any other 35 U.S.C. 103 case, it is essential: that- 
there be some motivation or suggestion to make the claimed invention 
in light of the prior art teachings*") "[A] proper analysis under 
S103 requires, inter alia, consideration of / . . whether the". prior 
art would have suggested to those of ordinary skill in the art that 
they should make the claimed composition or device, or carry out the 
claimed process*"") Regardless of the type of disclosure, the prior 
art must provide some motivation to one of ordinary skill in the art 
to make the claimed invention in order to support a conclusion of 
obviousness. "The consistent criterion for determination of obvious- 
ness is whether the prior art would have suggested to one of ordinary 
skill in the art that this process should be carried out and Would 
have a reasonable likelihood of success, viewed in: ..".the f light " of the 
prior art.*") The teaching of Curtze et al. contains nothing which 
would draw the attention of a person of ordinary skill in the art to 
any phytopathogeriic fungi other than those causing foliar diseases s6 
that the motivation to turn into the direction of Pseudopercoz^relia 
herpotrichoides is lacking. In addition, Dr. Stierl's expia^naiions 
and remarks corroborate that a reasonable expectation' of success '-^as' 
lacking L Also , the data in presented in Dr. Stierl 's Declaration/ of 
June 06, 2005 , show that the compounds referenced in applicants*" 
claims exhibit an unexpectedly improved ef fectivity agaihst Ps^gTo- 
cercosporella herpotriahoides as compared to a tepresehtaiiive £oai-! 
pound of Curtze et al* V 

The Examiner's position that the subject matter, of a^licahts v 
claims was rendered obvious under Section 103{a) . in '/. light, of the. 
teaching of Curtze et al. is therefor not deemed to be well taken 'i\ 

16) In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 1943 (Fed. Cir. Sea also In. 
re Peuel, 51 F-3d 1552, 1559, 34 USPQ2d 1210, 1215 (Fed. Cir. 1995). ; 

17) See, e.g., in re Bnouver, 77 F.3d 422 r 425, 37 USPfc2d 1663, 1666 (Fed. Cir: 1^6) 
(*[T]he mere possibility that oae of the esters or the active Methylene grpup^oA- 
taining compounds . . . could be modified or replaced such -tKat. its .use tfbuld lead, 
to the specific sulf ©alkylated resin recited in claim 8 does not rn^te tlje; process . [ 
recited in claim 8 obvious * unless the prior art suggested the desirability of 
[such a] modification" or replacement.") (quoting in re Gordon, 733 F. 2d 900, *02, 
221 USFQ 1125, 1127 (Fed- Cir. 1984)). 

18) In re vaeck, 947 F. 2d 488, 493/ 20 uSP^j2d 1438, 1442 (Fed. Cir. .1991). 

19) In re Dow Chemical Co. , 837 F.2d 469, 473, S uspQ2d 1529, 153* . (Fed* rCir. 1988): 
See also Hodo&h v.. Block Drvf Co., 786 F.2d 1136, 1143 n.5/ 229 USPQ -IB2y, 187 n.S 
(Fed. Cir. 1986). 
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Favorable reconsideration and withdrawal of the rejection is solic- 
ited. 

the Examiner also reiterated her position that the subject matter 
of applicants' Claims 1, 2, 4 and 5 was unpatentable under the judi- 
cially created doctrine of obviousness-type double patenting in light 
of Claims 1 to 5 of Sioverdlng et al- (US 6,6*6,497). The ^xai^qer 
stated in this context inter alia that the rejection was maintained 
because no terminal disclaimer had been filed by applicants. 20 ) 

The determination of obviousness-type double patenting essential- 
ly involves a determination of unobviousness under 35 U.S. C. §103/ 
with the exception that the patent disclosure is not applicable as 
''prior art ".2i> corresponding to the determination under Sectioa 103, 
there must be some clear evidence to establish why a person o£ ordi- 
nary skill would made the modification which is necessary to arrive 
at the claimed invention, and the evidence must be properly qualifi- 
able as "prior art ".22) A i SOf in ^th determinations, the level of 
skill in the art alone cannot be relied upon to provide the sugges- 
tion to modify the prior art. 23) Accordingly, to. establish unpatent- 
ability under the judicially created doctrine of obvioft&ness-typ^ 
double patenting, the reference, if considered as prior art and in 
accordance with a determination under Section 103, has to estabjLish 
that the claimed invention was prima facie obvious. 

The teaching of Sieverdiag et al. relates to a . fungicidal com^ 
position**) which comprises synergistically effective amounts pf 

(a) a benzophenone which generically encompasses applicants , Com- 
pounds ( 1 ) and the compound 5-bromo-2 ' , 6-dimethyl-2 , 4 ' , 5 ' , 6 ' ' 
tramethoxybenzophenone , and 

(b) a valinamide compound represented by a formula (II), 

and which is effective against a broad variety of phytbpatiogenic 
fungi 25 ) in particular on dicotylydoneous plants such, as grapes, to- 



20) C£. page 2, lines 10 arid 11, of the Office action. 

21) Cf. In ra ftraat, 937 F.2d 589, 594, 19 USPQZd 1289, 1293 (M. Cir; 1991); 'la re ; 
Vogel, 422 F.2d 438, 441-42, 164 USPQ 619, 622 (CCPA 1970). 

22) Cf, la re Kaplan, 789 F2d 1574, 1580, 229 DSPQ 678, 683 (Fed, Cir. 1986 ) j-?andtalt . 
Corp. v. Dennison Jifg. Co., 774 F,2d 1082, 227 USPQ 337 (Fed. Cir. 1985).; vacated ! , 
475 U.S. 809, 229 USPQ 478 (1986), on remand 810 F. 2d 1561j. 1 USPQ2S 1593 (Fed. 
Cir.), cert, denied 481 U.S. 1052 (1987). 

23) Cf. In re Kaplan, 78* F2d 1574, 1580, 229 USPQ 678, 683 (Fed. Cir, 1986). 

24) Cf. col. 1, indicated lines 7 to 65, of US 6,696,4*7. 

25) Cf. col. 6, indicated lines 10 to 24, of US 6,696,497. 
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bacco, potato, tomato., fruit crops r oil seed <?rops, vegertables and 
ornamentals , and also on monocotylydoneous crops. 

The teaching, of the subject matter of Claims 1 to 5, '<*£. S£#v*i?d<r 
ing et al. differs from the method which is define in applicants ' 
claims^ inter alia, because the fungicidal effect which is achi^tred 
in accordance with Sieverding et al.'s teaching or claims is due to 
an application of a combinatio n of synergistic amounts of fcvo jjjjjfev£ : 

&ni compounds . Applicants' claims in contrast thereto require that 

Pseudocercosporella herpotrichoides be controlled by application of 
effective amounts of the compound represented by applicants' formula 
(I). The Examiner will note that the data which are compiled in 
erding et al,'s tables in cols. 11 and 12, of US 6,696,497 corfobci- 
rate that the synergistic cooperation of the two constituents ±a nec- 
essary to arrive at a suitable fungicidal effect. Moreover, the /data 
show that the benzophenone designated in the reference as BPt-4 has no 
or only an insufficient effect when it is applied without the valina- 
mide co-constituent of the synergistic mixture taught in the refer- 
ence. Correspondingly, where the reference enumerates phytopatti6#fci*ic 
fungi which can be controlled, such a control requires according to 
the claims and the disclosure of Sieverding et al ♦ that synergisti- 
cally effective amounts of the benzophenone (a) and the valinamide 
(b) be employed. In fact, neither the claims nor the disclosure of 
Sioverding et a J. suggest or imply that one of the Constituents, ^ . yken 
taken alone,, is. suitable to control the fungi mentioned in coll 
indicated lines 10 to 24, of US 6,696,497. 

Accordingly, a person of ordinary skill in the art could hot 
reasonably derive from the teaching of Sieverding et a2., or from 
Claims 1 to 5 of the reference, that a benzophenone compound fallihgi/ 
within the realm of the benzophenones which , are encompassed by . Sley- 
ording et aJ.'s formula would be particularly suitable to control .. any 
specific fungus which falls within the broad variety of phytopathd^ 
genie fungi enumerated by Sleverding et al. 

The teaching of Sieverding et al. further differs from the method 
which is defined in applicants' claims in that Sivverding et al. 
merely generically enumerate genera of phytopathogenic fungi without, 
however, specifying the fungus PseudoCercosporella herpotrichoides. 

It is well settled that obviousness within the meaning, of Section • 
103(a) requires more than the mere possibility to make a selection 

24) Cf. col. 6, indicated lines 25 to 29, of U8 6,696,497. 
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from the generic disclosure of a reference which mirrors the combirta^- 
tion of requirements set forth in an applicant's claim. For obvious- 
ness under the provisions of Section 103(a) , the reference si so has 
to provide same teaching or suggestion which would motivate a person 
of ordinary skill in the art to make the particular selection which 
results in the claimed combination. 27 ) Neither the teaching of i?iev- . 
erding et al. nor in the general technical background knowledge of a 
person of ordinary skill in the art provides, any information which 
would have motivated a person of ordinary skill to select the fungus 
Pseudocercosporella herpotrichoides from the genera of phytopatho- 
genie fungi enumerated by Sieverding et al. and to select the benzo- 
phenones of applicants' formula 1 from the realm of the benzophenories 
which Sieverdiag et al, use as a co-constituent for synergistic fun-, 
gicidal mixtures in order to control th<a fungus Pseudoceircosporeila 
herpotrichoides • Where as here the motivating teaching or su^Sstion . 
is not found in the reference, any possible selection and Goii^i^ation . 
within the generic disclosure is equally likely and. the reference is 
no more than an invitation to make and try out each of .^the; possible', 
selections and combinations. "Obvious to try" is, however, not a 
proper basis for finding that a claimed invention is unpatentable 
under Section 103(a). 28 > Also, under those circumstances/ a : ; focus ph 
the particular selection which results in the claimed coinbina.tidn. 
would have to be regarded as being based on hindsight;. 2 * J 

As mentioned in the context of the rejection based on the. teach- 
ing of Curtze et al • , three basic criteria have to be met in order to 
establish a prima facie case of obviousness: * 

(1) There must be some suggestion or motivation, either in the refer- 
ence itself or in the knowledge! generally available to one of 
ordinary skill in the art, to modify the reference, 

(2) there must be a reasonable expectation of success, and 

(3) the prior art reference must teach or suggest all of the claim 
limitations* 

Additionally, the teaching or suggestion to make the claimed comb ina- 

27) Cf. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438, 1442 (Fed. Cir, 1^1). See also -Jn 
re Baird, 16 F.3d 380/ 332, 29 USPQ2d 1550, 1552 <Ped. Cir. 19$4); In rfl-Jc^s, ^58' 
F* 2d 347 , 350, 21 VSpQ2d 1941, 1943 (Fed. Cir* 1992). 

28) Cf* Were* & Co. Inc. v. Blocraft iaboratories Inc., 874 F. 2d 804, 10 USP©2o/ 1843 
(Fed, Qir. 1£89) where the Court held that an invention was merely:, ^obvious to ^try* 
if the prior art gives either no indication of which parameters are critical or no 
direction as to which of the many possible choices is likely to; be successful . • 

29) Cf. In re Bow. Chemical Co. ,837 F.2d 4S9, 5 USPQ2d 1529 (Fed. Cir. 1988). 
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tion and the reasonable expectation of success must both be found in 
the prior art and cannot be based on the applicant's disclosure* 30 > 
The teaching of Sieverding et al., or Claims 1 to 5 of the reference, 
are not deemed to provide the requisite suggestion or motivation to 
employ effective amounts of a compound of applicants' formula (I) in 
the control of the fungus Pseudocercosporella herpotrichoides. Since 
the reference emphasizes the use of a combination of two ingredients 
there is not deemed to be a reasonable expectation that one of V/tlie 
compounds would suffice to effect the control which is sought; Last 
but not least, the Sieverding et al. reference fails to t^abh or 
suggest all of the limitations which are set forth in applicants' 
claims because it fails to teach or suggest the Control o£ . the fungus 
Pseudocercosporella herpotrichoides by application of effective 
amounts of the compound represented by applicants' formula. (i]r* \ 

For completeness sake it is also noted that the benzophehoneg 
which constitute component (a) of Sieverding et al . ' s Synergistic 
composition inter alia include compounds as taught by Curtze et aJL.ai) 
The explanations and showings presented in Dr. Stierl's Decimations 
are, therefore, equally applicable where the obviousness of ajfcli- 
cants' claims is determined in light of the teaching or the ciaims : of 
Sieverding et al ..32) 

The Examiner also criticized that applicants had failed to ad- 
dregs the respective re jection* 33) However, applicants' remarks in the. 
submission dated January 19, 2006, as well as the Declaration en- 
closed therewith clearly pertained not only to the rejection based on 
the Curtze et al. reference but also to the rejection based on the 
Sieverding et al. reference. 

The Examiner argued that the Declaration of Dr. Stieirl was riot 
deemed to be persuasive because "controlling the Pseud^ercosporella 
herpotrichoides is known. Whether it grows in the plant tisaiie or on 
the surface of the leaves, the compound is useful to control Fseudd- 
cercosporella herpotrichoides 34 > For clarity it is respectfully femi- 
phasized that Pseudocercosporella herpotrichoides grows in the plant 

30) In re Vaeck, 947 F,2d 488, 20 USPQ2d 1438, 1442 <Fed. Cir. 1991). 

31) Cf. e.g. col. 1, indicated line* 10 to 26, of US €,696,497, and the d^f initicm Vpf 
.Of Curtze mt al. 

32) cf. in particular page 3 et seq., of Dr, Stierl's Dec lar at ion . dated January IS, 
2006. 

33) cf, page 2, lines 11 and 12, of the Office action. 

34) Cf. page 2 f lines 13 to 17, of the Office action, 
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tissue, not on the leaf surface. Moreover,; the Examiner^ position 
that controlling Pseudocercosporella herpotricholdeB with the cohw 
pounds required in accordance with applicants' method is not defekfed 
to be supported by the objective teaching of the Sievetdlng et aJJ 
reference or, for that matter, the objective teaching of Curtze et 
al. 

The Examiner further stated that it was unclear from ; the Declara- 
tion why one of ordinary skill in the art would not have been nipt!- • 
vated to use the compounds referenced in applicants' claims to con- 
trol Pseudocercosporella herpotrichoides . 35 > it is believed that the 
supplemental remarks in the foregoing provide for the explanation 
sought by the Examiner. 

In light, of the foregoing and the remarks and submissions made by 
applicants in the papers dated June 10, 2005, and January 19* 2006 f 
it is therefore respectfully requested that the rejection of Claims 
1, 2, 4, and 5 based on Claims 1 to 5 of Si wording et al . be with^ 
drawn. Favorable action is solicited. 

Request fpy Extension of TlflE: 

A request and fee for a one month extension of time are submitted 
with applicants' Notice of Appeal of even date with this paper. 

Please charge any shortage in fees due in connection with the 
filing of this paper > including Extension of Time fees, to Deposit 
Account No. 14.1437. Please credit any excess fees to such! deposit. \ 
account. 

Respectfully submitted, 

Novak Druce DeLuca & Quigg 

Marvin A. Motsenboeker 
Reg. No. 36,61:4 

1300 Eye Street, N.W. 
Suite 400 East Tower 

Washington, D.c. 20005 - . . . 

(202 ) 659-0100 
MAM /B AS 



35) Cf.. page 2, lines i8 to 20, of the Office act ton. 
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